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Brand new TM judgments of the Supreme Court         

– if it’s not distinctive, it’s not protectable 
 

 From time to time, we’ve 

advised clients not to pursue trade 

mark applications for their preferred 

logos. We don’t enjoy giving bad 

news, but when we do this, it’s for 

very good reason. That’s precisely 

what happened in two separate 

judgments that issued from our 

highest (non-Constitutional court) in 

the last month. 

In the first of 

these cases, Pepkor 

Retail v Truworths, 

Truworths tried to 

prevent Ackermans 

(part of the Pepkor 

Group) from using 

the slogan “The Look For Less” in its 

stores. Truworths relied on its 

registered trade mark for “The Look” 

to enforce this demand. 

Ackermans hit back, arguing 

that the Truworths’ trade mark was 

not inherently capable of disting-

uishing its goods from other retailers 

(in this case, those goods were 

fashionwear and accessories). The 

court agreed with Ackermans, and 

Truworths lost. To add insult to injury, 

the court also agreed with 

Ackermans that the Truworths trade 

mark should be expunged (ie: struck 

from the register) because of this 

lack of distinctiveness.   

 

The second case is Yuppiechef 

Holdings (“Y-Chef”) v Yuppie 

Gadget Holdings (“Y-Gadget”). In 

this battle-of-the-yuppies, Y-Chef 

was the owner of the registered 

trade mark for “YUPPIECHEF” in 

classes 8, 11 & 21 – collectively, 

these 3 classes covered all sorts of 

kitchen equipment, which is its 

primary business. On the other hand 

Y-Gadget is an online retailer of 

quirky household and office 

gadgets. Y-Chef took 

offence to Y-

Gadget’s use of the 

term “YUPPIE” on its 

website and instituted 

trade mark infringe-

ment proceedings. (It 

also alleged passing off – but that 

aspect is not relevant for this 

discussion).  

The court agreed with the Y-

Gadget that “yuppie” was an 

ordinary word, in ordinary use, and 

accordingly, Y-Chef could not 

expect to be granted a monopoly 

in its use (ie: just as in the Truworths 

case, the trade mark lacked 

distinctiveness). This was even more 

significant here, where the court 

agreed that there was relatively 

little overlap between the two 

businesses. In the result: the court 

found against Y-Chef.  

 

In both of these cases, the trade 

mark proprietor was left with egg on 

its face. And a sizeable legal bill.    

   There are two morals to this story: 

(i) if your mark is not inherently 

distinctive, it’s not good subject 

matter for a registered trade mark, 

and (ii) if you’re going to threaten 

trade mark infringement, first: be 

sure that your registration is valid.       
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A TIMELY UPDATE   
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The Citizens Are 

Revolting! 
Draft Government Policies 

Challenged Widely 
 

It’s not been a very happy year 

for the drafters of Government 

Policy. Even in niche IP fields, that 

same trend has been observed, 

several times, in fact, during the 

course of the year.  

 

1. The Franchise Industry 

Early in 2016, SARS published its 

Draft Guide on the Taxation Of 

Franchisors & Franchisees. This was 

followed swiftly by the National 

Consumer Commission’s Draft 

Code For The Franchise Industry. 

Both of these documents raised 

the specter of increased tax 

liability and increased red tape in 

the franchise industry. [We 

reported on these in our July 2016 

Newsletter – copy available here].  

A number of submissions were 

made in response, notwithstand-

ing the remarkably brief window 

period allowed. That large 

response was successful in at least 

two respects: first, SARS’s Policy 

was softened before it went to 

final publication. Second: the 

National Consumer Commission 

appears to have put the Draft 

Code on ice. We believe that this 

is in recognition of the substantial 

response delivered by industry 

and practitioners.  

  

2. The R&D Tax Incentive 

In September, the Department 

Of Science & Technology (DST) 

and the National Treasury co-

hosted a feedback session on the 

R&D Tax Incentive, at very short 

notice. The meeting was so well 

attended, that only standing-

room was available.  To stress the 

positive: taxpayers, industry, tax 

practitioners, attorneys and IP 

specialists were all represented 

amongst the attendees.  

The session saw a large number 

of attendees voicing concerns 

regarding a wide array of current 

(draft) policies. These include: the 

pre-approval system, the parlay-

zing delays in processing 

applications, lack of any appeal 

mechanism, and the composition 

of the DST’s Task Team & of the 

Assessment Panel.  

The National Treasury has 

taken this feedback to heart and, 

to its credit, has already invited 

specialist input on how to resolve 

each of these issues. More specific 

detail will follow in subsequent 

issues of our Newsletter.  

 

3. The (Draft) IP Consulta-

tive Framework (“IPCF”) 

In its IPCF, the Department of 

Trade & Industry (DTI) hopes to 

formulate its policy on IP matters. 

The DTI is an extremely important 

player because it is the custodian 

of the Patent, Trade Mark & 

Design Registries.  

The IPCF is extremely wide-

ranging in its scope – but even 

that is not as remarkable as the 

massive, consolidated response 

that has flooded-in from industry, 

law firms and professional 

organisations alike. Their 

combined submissions already 

extend to several hundred pages, 

and are equally expansive. Some 

of the most frequent comments 

raised relate to: (i) the need for 

contribution by qualified IP 

practitioners, (ii) strong opposition 

to the awarding of compulsory 

licenses without due process  and  

(iii) opposition to the unjustified 

negative treatment of the 

pharmaceutical industry. (Many 

other issues are raised). Feedback 

is expected only in 2017. 

 

Now, more than ever before, 

the combined voice of the public 

has been heard! 

T 
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Did You Know? 
 

The First Registered Trade Mark 
 

What was South Africa’s first 

registered trade mark? That title 

belongs to the St Olaf logo of 

Babcock International Limited (UK), 

in class 11 (which relates to lighting, 

heating, steaming, cooking & 

ventilation apparatus, amongst 

others).  It appears as follows: 
 

 
 

The mark was registered in 1903 and, 

even more interestingly: it remains in 

force to this day.  

https://www.dropbox.com/s/aefxoka1yzfljuw/Newsletter%20-%20July%202016.pdf?dl=0
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The Incredible Success 

Of Registered Domains   

Shooting Out The Lights  

 

You may know that the rollout 

of registered domains has been 

successful – but do you know 

quite how successful? Consider 

these statistics: 326.4 million 

domain names were registered 

across all TLDs around the world at 

end-March 2016, 12 million of 

which were filed this January – 

March alone. Today there are 23 

million domains registered across 

the 1,100+ new gTLDs. If you 

haven’t registered domains to 

compliment & protect your 

brands, you’re at risk. Remember: 

merely having a trade mark, 

alone, is not enough to secure you 

any monopoly online!  

 

The latest list of new gTLDs 

includes these:   

This newsletter is not intended to be a comprehensive statement of the law, nor does it constitute an opinion or guarantee of 

any kind, and should not be construed as such. It should not be relied upon as a substitute for specific advice regarding 

particular scenarios. Margo® Attorneys, Inc. cannot accept responsibility for the consequences of any person relying on the 

contents of this document for any other purpose 

© 2016   Margo Attorneys, Inc. – All Rights Reserved 

For any advice or further information on any of these topics: 
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Social Responsibility 

 Two charities, in particular, are very close to our heart. Please take a moment to consider these very worthy causes 

TLD SUNRISE PERIOD 
  LANDRUSH  

           PERIOD 
    GENERAL  

      AVAILABILITY 

  ·shopping – –   Available Now 

   ·store – –   Available Now 

  ·group – –   Available Now 

  .makeup    22 Sept – 31 Oct ‘16 1 – 7 Nov ‘16     8 Nov ‘16 

 


