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Exchange Control Provisions Relaxed For Foreign IP Transactions        

Finally, common sense prevails for bona fide transactions 
 

 In 2011, The South African 

Reserve Bank (SARB) set the world of 

cross-border IP transactions into a 

tailspin, by steam-rolling the 

Supreme Court Of Appeal decision 

in Oilwell v Protec. 

In essence, the effect of the 

SARB action was to amend the 

governing Regulations, making it 

compulsory for a South African 

owner of IP to apply to SARB for 

approval before entering into an 

assignment or license of that IP to a 

non-resident. Failure to do so would 

result in the entire transaction failing 

from the 

very start. 

The decision 

was 

criticised 

widely, 

largely on 

the basis – with respect – that the 

authorities did not appreciate the 

nature and effect of IP, which 

resulted in an inaccurate, 

inappropriate definition being 

adopted [that matter has been 

explored previously & is not 

discussed further here].   

 

In March 2017, SARB issued a 

Circular confirming that exemptions 

will now be introduced for both the 

sale (assignment) and the licensing 

of IP by South African residents to 

non-residents.  However, before any 

champagne corks are popped, 

there are a number of conditions 

and qualifications that apply. 

 

      A Number Of Provisos:  

      First, the relaxed provisions 

apply only to cases where the 

parties are unrelated. So, for groups 

of companies, no relief is in sight 

here. In addition, the relief will be 

available only where the 

transaction is conducted at arm’s 

length, and at a fair, market-related 

price. In fact, a certificate confirm-

ing the basis for calculation of the 

price is a requirement under 

the new regime.  

Even where this threshold is 

met, another significant 

exclusion applies: the 

relaxation is not available for 

sale-and-leaseback 

agreements.  Simply put: narrow 

window of opportunity available for 

“vanilla” sale and “vanilla” license 

agreements. 

 

      What, Exactly, Is Relaxed?  

      The relaxed provisions excuse 

the South African resident from 

making a full application to the 

SARB. However, a (smaller) 

submission is still required. The 

reporting requirement is relaxed – it 

is not eliminated entirely. 

       In addition, it must be 

remembered: this change relates to 

the Exchange Control aspects of 

any cross-border IP transaction – it 

has nothing to do with the tax 

consequences of the transaction, 

and these continue to apply, 

without any form of relaxation.  

It’s a step in the right direction, 

for sure, but certainly not yet 

enough. 
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Some relaxation 

– but only for 

some people & 

some transacions 
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Developments In TM 

Prosecutions 
 

If you’ve ever filed any trade 

mark applications through our 

office, you’ll be aware of the 

emphasis we place on framing 

your specification of goods & 

services.  Two recent develop-

ments have confirmed the 

importance of this approach. 

 

1. Nice Classification: 11th Ed  

Without getting too technical: 

classifying goods & services for TM 

purposes is made with reference 

to the Nice Classification, 

published by the World Intellec-

tual Property Organisation (WIPO).    

 

With effect from January 2017, 

South Africa has adopted the 11th 

edition of the Nice Classification.  

Differences over the 10th edition 

run to a considerable number of 

pages. In essence, the changes 

help to clarify the division 

between classes in difficult & 

contentious cases. Getting the 

classification wrong can have 

serious, even fatal, consequences 

to the trade mark proprietor. If 

you’re uncomfortable about how 

the changes affect your trade 

mark portfolio, we strongly advise 

getting in touch with your trade 

mark attorney for a review. 

  

2. Statements Of Use In The 

Americas 

In the USA, Canada and 

Mexico (and some other states), 

the Trade Marks Registries expect 

a Statement Of Use to be filed 

every five years. While differences 

exist between states, essentially, 

all require an evidence bundle of 

use of the mark, in those countries.  

 

From our experiences this past 

year, the standard of evidence 

demanded – both in terms of 

quantity & quality – has grown 

exponentially. Notably in the USA, 

the examiners have been 

unforgiving in demanding clear, 

detailed evidence bundles, if TM 

registrations are to be maintained. 

 

Two clear recommendations 

are made:  first – in this context, 

too – getting the classification 

right first time is critical.  Second – 

the importance of keeping a 

record of use, on an ongoing basis, 

cannot be overstated. 

 

 

 

Swelling Our Ranks  

We’re very pleased to 

introduce the latest member of 

our professional staff compliment: 

 

 

 Natalie focuses on matters of 

trade mark prosecution: the 

fastest growing area of our firm’s 

practice, by some distance. 

 

  

 

 

   
 

 

The Lighter Side 
 

In previous editions, we mentioned 

that Bill Watterson, author of the 

famous comic strip Calvin & Hobbes, 

is the son of a patent attorney.   

Here, he strikes again: 
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Natalie Hill 
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  Charity Begins At 

Home (and at work)  

In The Interests Of 

Advancing Young Women  

 

 Regular readers of our 

newsletter will know that our 

charitable heart lies with the 

animals. However, another very 

important cause has captured our 

attention & efforts.  We are very 

pleased to report that a 

charitable cause now being 

promoted by our firm is pursuing 

the advancement of young 

women in the workplace. Over-

and-above the gender 

discrimination that they often 

face, young women are often 

disadvantaged further because 

they don't have access to formal 

work-clothes for interviews, or for 

the positions themselves. We're 

tackling that problem. Just in time 

for the 2017 New Year, the 

Margo® team handed over its first 

huge bundle of ladies’ work 

clothes, bags & shoes to the 

Strathyre Girls’ Home.   If any of our 

clients or colleagues would like to 

contribute to the cause, please let 

us know, and we’ll gladly collect 

from your office – at no charge – 

and attend to immediate 

distributed to the charitable 

outlets. One small donation from 

you could change the entire life of 

a disadvantaged young woman. 

[For more detail on Strathyre Girls’ 

Home, click here ]   
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For any advice or further information on any of these topics: 

Social Responsibility 

 Two charities, in particular, are very close to our heart. Please take a moment to consider these very worthy causes 
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http://www.strathyre.co.za/

